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REMARKS 

Applicants wish to thank the examiner for the courtesy of 
the telephone interview with their undersigned representative on 
December 10, 2007. The examiner's comments were helpful. 

Support for the amendment to claim 6 can be found at page 6, 
line 6 of the application. 

Claims 6, 8, 9, 11, 13, 20 and 24 remain rejected under 35 
U.S.C. §102 (b) as anticipated by, or under 35 U.S.C. §103 (a) as 
obvious over Rekdal et al . J. Peptide Science 5:32-45 (1999). 
The examiner has asserted that the reference discloses the 
construction and synthesis of lactof erricin derivatives with 
enhanced anti-bacterial activity. The examiner asserted that the 
declaration submitted with Applicants' response to the previous 
Office Action was insufficient to overcome the rejection. He 
asserted that the reference discloses a helical wheel 
representation for lactof erricin peptides that are synthesized 
based upon the description of enhanced antibacterial activity 
when there is an increase in lipophilicity and charge asymmetry. 
The peptide is represented in an a-helical wheel, has no more 
than 1 bulky and lipophilic amino acid in a sector opposite a 
cationic sector and has at least 2 bulky and lipophilic amino 
acids in sectors flanking the cationic sector. The examiner 
acknowledged that the reference is silent with reference to 
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separating a peptide into three other sectors being substantially 
equal in size. He asserted, however, that the authors must 
necessarily performed the mental step of representing the peptide 
into sectors, because the reference discloses the synthesis of a 
bioactive peptide with the same functional attributes and having 
the same structural attributes. This rejection is traversed. 

Enclosed with this response is a declaration by Oystein 
Rekdal, Ph.D., who is named as an inventor on the present patent 
application and is the first named author of the paper cited by 
the examiner against the claims. Dr. Rekdal refutes the 
examiner's assertion that he and his co-authors must necessarily 
have performed the mental step of representing the peptide into 
four sectors. As Dr. Rekdal explains, the focus of his presently 
claimed invention is the impact on activity of the positioning of 
lipophilic groups relative to the cationic residues. This is in 
contrast to the focus of the work in the cited paper, which was 
on charge. This is evident from the Conclusions portion of the 
reference, wherein the authors state that "net charge, asymmetry 
in charge distribution and chain length are important factors for 
determining the antibiotic activity." 

Dr. Rekdal further explains that at the time the 
experimental work was done which was reported in the cited paper, 
he and his colleagues were only concerned with two sectors, the 
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cationic sector and the neutral (non-cationic) sector. The 
concluding statements of the section of the paper entitled 
"Design of enhanced Peptides Based on the Bovine Lactof erricin 
Sequence" refer simply to the "non-cationic" or "non-basic" part 
of the peptide. No further sub-divisions of that portion of the 
peptides are mentioned because they had not yet appreciated that 
such sub-divisions could impact activity. It was only after this 
paper had been accepted for publication that Dr. Rekdal and his 
colleagues developed the technique of dividing the helical wheel 
projection of a peptide into four sectors as part of the rational 
design of peptides with useful cytotoxic properties. 

In the outstanding Office Action, the examiner made a 
comment to the effect that the cited reference must teach the 
invention of this application because it discloses the synthesis 
of a bioactive peptide "with the same functional attributes and 
having the same functional properties." As Dr. Rekdal explains 
in his declaration, it was only by chance that a peptide which 
was synthesized as part of the work described in the cited 
reference would have characteristics the same as those of 
peptides produced by the presently claimed method. If one 
synthesizes a peptide using only the guidance provided in the 
paper, the resultant peptide could just as well not have these 
characteristics. Because the key conclusion of the citation is 
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that "net charge, asymmetry in charge distribution and chain 
length are important factors for determining the antibiotic 
activity," one of skill in the art would be led to believe that 
the number and distribution of lipophilic amino acids could be 
varied at will, which would lead to peptides incorporating more 
than one bulky and lipophilic amino acid in the sector opposite 
the cationic sector and/or less than two bulky and lipophilic 
amino acids in the sectors flanking the cationic sector. If 
using only the steps described in the paper, one simply could not 
predict whether a particular peptide would have the desired 
selectivity. It is only with the combination of steps set forth 
in the present claims that one predictably can obtain a bioactive 
peptide having good selectivity. 

It is clear from Dr. Rekdal's comments that the reference 
does not inherently teach the present invention. It is a well- 
established tenet of patent law that a reference can inherently 
anticipate an invention only if the inherency is certain. That 
is, for inherency to exist, the prior art reference must 
necessarily function in accordance with the method or process set 
forth in the claim (s). In the present case, one following the 
teachings of the cited reference would obtain a peptide having 
the key characteristics of the present invention only by chance. 
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Applicants respectfully submit that in view of the preceding 
discussion, the pending claims have been shown to be both novel 
and unobvious over the cited reference, and Applicants request 
that the claims be allowed. 
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